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1. Claims 1-13 and 15-29 are presented for examination. 

2. Applicant's request for reconsideration of the finality of the rejection of the last Office action is persuasive 
and, therefore, the finality of that action is withdrawn. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 2, 5-6, 9-10,13 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by Pepe et al. 
(5,742,905). 

Pepe et al. taught the invention (claim 1) as claimed, a server (40) connected to a network; and a Mail Alert 
code set resident and operable on the server, wherein the Mail Alert code set is adapted to compare characteristics 
of e-mail messages received for the subscriber to specific message characteristics provided by the subscriber and 
pre-stored on the server (col. 4, line 56- coL 5, line 9; col. 7, line 3-15), to alert the subscriber when a characteristic 
match is found, and to execute instructions from the subscriber for forwarding of the message received for which a 
match was found (col. 34, lines 59-65; col. 4, line 56-67 and fig 35-39). 

As to claim 2, Pepe et al. taught the subscriber is alerted on finding a characteristic match by sending a 
page to a paging device carried by the subscriber (col. 5, lines 60-67). 

Pepe et al. taught the invention (claim 5) as claimed, an e-mail system (40) adapted for receiving and 
forwarding e-mail; and a Mail Alert system adapted to compare characteristics of e-mail messages received for the 
subscriber to specific message characteristics provided by the subscriber and pre-stored on the server (col. 4, line 
56- col. 5, line 9; col. 7, line 3-15), to alert the subscriber when a characteristic match is found, and to execute 
instructions from the subscriber for forwarding of the message received for which a match was found (col. 34, lines 
60-65; col. 4, line 56-67 and fig 35-39). 
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5. As to claim 6, Pepe et al. taught the invention the subscriber is alerted on finding a characteristic match by 
sending a page to a paging device carried by the subscriber (col. 5, lines 60-67). 

6. As to claim 9, Pepe et al. taught prerecording on a mail server characteristics for messages to be routed, 
the characteristics provided by a subscriber; receiving messages addressed to the subscriber at the mail server; 
comparing characteristics of messages received to the prerecorded characteristics provided by the subscriber (col. 

4, line 56- col. 5, line 9; col. 7, line 3-15); identifying and storing on the mail server messages received for the 
subscriber for which a match is found to the prerecorded characteristics (col. 4, line 56- col. 5, line 9; col. 7, line 3- 
15); alerting the subscriber to the receipt of one or more messages for which a characteristic match is found (col. 4, 
line 56- col. 5, line 9; col. 7, line 3-15); and forwarding the stored messages for which a match is found to destinations 
provided by the subscriber in response to the alert (col. 19, line 30- col. 20, line 25). 

7. As to claim 10, Pepe et al. taught wherein, in the alerting step, a page is sent to a pager carried by the 
subscriber to alert the subscriber to the receipt of the one or more messages (col. 5, lines 60-67). 

8. As to claim 13, Pepe et al. taught agent for processing e-mail messages, comprising: a stored list of 
message characteristics provided by a subscriber; a receiver adapted for receiving e-mail messages and ascertaining 
message characteristics of the received messages (col. 4, line 56- col. 5, line 9; col. 7, line 3-15); a comparator 
adapted for comparing characteristics of received messages with stored characteristics, and tagging those messages 
wherein the characteristics match (col. 4, line 56- col. 5, line 9; col. 7, line 3-15); an alert mechanism for alerting a 
subscriber to the receipt of messages having characteristics matching the stored characteristics (col. 4 t line 56- col. 

5, line 9; col. 7, line 3-15),; and a save facility adapted for storing matched messages against future distribution 
instructions (col. 1 9, line 30- col. 20, line 25). 

As to claim 15, Pepe et al. taught the alert mechanism comprises a page transmitter adapted for transmitting a page 
signal to a pager carried by the subscriber (col. 5, lines 60-67). 

9. Claims 4, 8,1 1 and 17 are rejected under 35 U.S.C. 103(a) as applied to claims 1, 2, and 5-6 as being 
unpatentable over Pepe et al. (5,742,905). 

10. Pepe et al. did not expressly disclose the use of the automated telephone menu for responding to the alert. 
Pepe et al. did disclose the use of a telephone menu (col. 1 1 , lines 14-32) and Pepe et al. discloses the use of cross 
media notification and performing the redirection in real time (col. 20, line 42 - col. 21, line 53). Pepe et al. taught that 

r 

the system is for operating with mobile equipment such as PDA, pager and cellular phone (col. 5, lines 56-67). It 
would have been obvious to one of ordinary skill in the art at the time of the invention in view of the cited teachings 
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that an automated telephone menu for responding to the alert would have been an obvious modification, as Pepe et 
al. expressly disclosed that the media and format for delivery is selectable by the subscriber (col. 6, lines 1-19). 

11. Claims 3, 7, 12 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pepe et al. 
(5,742,905) as applied to claims , above, and further in view of Fuller et al. (6,545,589). 

Pepe et al. did not expressly disclose the involvement of an operator in the system, Fuller et al. taught the 
use of operator in a menu system to aid the user (col. 46, lines 12-30). It would have been obvious to one of ordinary 
skill in the data processing art at the time of the invention to allow for operator assists to aid the user in directing the 
calls. 

12. Claims 19-29 are rejected under 35 U.S.C. 102(e) as being anticipated by Pepe et al. (5,742,905). 

As to claim 19, Pepe et al. taught receiving a message for a subscriber (at least col. 29, lines 42- col. 30, 
line 13); comparing the message to criteria (at least col. 29, line 41- col. 30, line 13, figures 38 and 39); if the 
message matches the criteria (col. 29, lines 41-46, figures 38 and 39), then sending an alert to the subscriber (col. 
29, line 42- col. 30, line 13, figures 38 and 39); receiving a reply from the subscriber in response to the alert, the reply 
comprising instructions for the message; and processing the message according to the instructions (col. 29, line 47- 
col. 30, line 13). 

As to claim 20, Pepe et al. taught the message is an email message (col. 20, lines 13-53) . 

As to claim 21, Pepe et al. taught the alert is a notification message that identifies the received message 
and criteria matching the message (col. 20, lines 1 3-53). 

As to claim 22, Pepe et al. taught the comparing step comprises filtering the message to determine if parts 
of the message meet the criteria (col. 4, line 56- col. 5, line 9; col. 7, line 3-15). 

As to claim 23, Pepe et al. taught the criteria are selected from the group consisting of message sender 
information; message subject line information; message body information; and message attachment information. 

The claim is in the alternative, see (col. 29, line 42- col. 30, line 13, figures 38 and 39). 

As to claim 24, Pepe et al. taught wherein the alert comprises at least a portion of the message (col. 20, 
lines 42-57). 

As to claim 25, Pepe et al. taught the alert is a message sent to a pager (col. 23, line 63 - col. , line 13). 
As to claim 26, Pepe et al. taught wherein the alert is a message sent to a phone (32,26). 
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As to claim 27, Pepe et al. taught the instructions comprise a command to forward the message to a new 
destination (col. 29, line 47- col. 30, line 13). ' 

As to claim 28, Pepe et al. taught the new destination is selected from the group consisting of an e-mail 
address; a fax number; a telephone number; a hand-held computer; a notebook computer; a server computer; and an 
Internet Service Provider (ISP) (col. 29, line 47-col. 30, line 13, figure 3, 22, 48, 32, 24, 34). 

As to claim 29, Pepe et al. taught wherein the reply is received via an entity selected from the group 
consisting of an operator; a voice-response system; a telephone call; an auto attendant; and a two-way pager. 

The claim is in the alternative Pepe et al. taught at least the use of a phone (32,26). 



13. Applicant's following arguments filed 05/07/2004 have been fully considered but they are not 
persuasive. 

14. The applicant argues, "To anticipate a claim under 35 U.S.C. § 102, a reference must teach every element 
of the claim. M.P.E.P. § 2131 Moreover, in order for a prior art reference to be anticipatory under 35 U.S.C. § 102, 
"[t]he identical invention must be shown in as complete detail as is contained in the . . . claim." M.P.E.P. § 2131 
(citing Richardson v. Suzuki Motor Co., 9 U.S.P.Q.2d 1913 (Fed. Cir. 1989)). 

Claims 1 and 5 require the element "adapted . . . to alert the subscriber when a characteristic match is 
found." This feature is not taught by the Pepe reference. The cited sections of Pepe (i.e. columns 4 and 34 listed 
in Office Action paragraph 4) disclose that an alert notification is sent for all e-mail messages. Instead of teaching 
that a subscriber is alerted when "a characteristic match is found," Pepe teaches notification for all messages and 
does not include any disclosure of distinguishing among messages before sending a notification. 

In paragraph 14 of the present Office Action, the Examiner has further cited column 26, line 65 through 
column 27, line 5 of Pepe as teaching this feature. However, the cited passage only describes matching the 
subject field of an e-mail to a screening list. Pepe does not teach that this matching function is coupled to an 
alert or notification feature as required in claims 1 and 5." 

In Response 

Examiner disagrees with the assertion of applicant , as the use of the matching function 
coupled to notification feature is taught by Pepe . See col. 10, lines 55-65 and col. 38, lines 53-55; set 
forth that the notification is directed on the basis of a match function (e.g. screening). Further note 
section C, of applicant's instant response, where the Applicant states "The Pepe reference teaches that 
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when an email is received, the PCI server checks the subscriber's profile, and then directs the delivery 
and notification according to the profile." Therefore applicant expressly state that Pepe teaches the 
alleged missing element. 

15. The applicant argues "Furthermore, in paragraph 15 of the Office Action, the Examiner appears to admit 
that Pepe does not teach this alert feature." 

In Response 

The cited paragraph is a statement of the applicant not the examiner. See Applicant's response, 
page 10, filed 12/04/2003. 

16. Applicant argues "Dependent claims 2 and 6 each depend directly from respective independent claims 1 and 
5 and, thus, inherit all the limitations of the respective independent claims. Accordingly, because of their dependence 
from base claims I and 5, dependent claims 2 and 6 are allowable at least for the reasons discussed above." 

In Response 

Applicant was failed to present arguments directed to any of the limitation of the dependent claims 
and the rejection is maintained for the reasons set forth in the response, supra. 

1 7. Claim 9 requires "forwarding the stored messages for which a match is found to destinations 
provided by the subscriber in response to the alert." Pepe does not teach the above-recited feature of claim 
9. 

The Pepe reference teaches that when an email is received, the PCI server checks the subscriber's profile, and 
then directs the delivery and notification according to the profile. See Pepe, col. 25, lines 60-67. Pepe does not 
teach "forwarding the stored messages for which a match is found to destinations provided by the subscriber in 
response to the alert," as required by claim 9. E-mail delivery in Pepe is not done in response to an alert. Instead, 
email delivery is performed according to preselected criteria. The use of "preselected criteria" does not disclose 
the "in response to an alert" feature. Therefore, Pepe does not teach each and every element of claim 9. 
In Response 

This feature is expressly taught by Pepe et al. (col. 19, line 30 - col. 20, line 12; col. 20, line 42-53; 
col. 29, line 27-col. 30, line 13). 

1 8. Applicant argues claim 9 requires "alerting the subscriber to the receipt of one or more messages 
for which a characteristic match is found." Pepe does not teach this feature of claim 9. 

In Response 
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Examiner disagrees with the assertion of applicant , as the use of the matching function 
coupled to notification feature is taught by Pepe . See col. 10, lines 55-65 and col. 38, lines 53-55; set 
forth that the notification is directed on the basis of a match function (e.g. screening). Further note 
section C, of applicant's instant response, where the Applicant states "The Pepe reference teaches that 
when an email is received, the PCI server checks the subscriber's profile, and then directs the delivery 
and notification according to the profile." Therefore applicant expressly states that Pepe teaches the 
alleged missing element. 

19. Applicant argues Pepe reference discloses a notification that an email has been received - without 
regard for a characteristic match. Therefore, Pepe does not teach each and every element of claim 9. 

In Response 

Examiner disagrees with the assertion of applicant , as the use of the matching function 
coupled to notification feature is taught by Pepe . See col. 10, lines 55-65 and col. 38, lines 53-55; set 
forth that the notification is directed on the basis of a match function (e.g. screening). Further note 
section C, of applicant's instant response, where the Applicant states "The Pepe reference teaches that 
when an email is received, the PCI server checks the subscriber's profile, and then directs the delivery 
and notification according to the profile." 

20. Applicant argues that "Claims 10-12 depend directly from independent claim 9 and, thus, inherit all the 
limitations of claim 9. Accordingly, dependent claims 10-12 are allowable at least for the reasons discussed above." 

In Response 

Applicant was failed to present arguments directed to any of the limitation of the dependent claims 
and the rejection is maintained for the reasons set forth in the response, supra. 

21 . Claim 1 3 requires "an alert mechanism for alerting a subscriber to the receipt of messages having 
characteristics matching the stored characteristics." Pepe does not teach this feature of claim 13. 

As discussed above, Pepe teaches a notification that an email has been received, but does not teach 
that he notification is associated with or triggered by characteristic matching. Thus, Pepe does not teach each 
and every element of claim 13. 

In Response 

Examiner disagrees with the assertion of applicant , as the use of the matching function 
coupled to notification feature is taught by Pepe . See col. 10, lines 55-65 and col. 38, lines 53-55; set 
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forth that the notification is directed on the basis of a match function (e.g. screening). Further note 
section C, of applicant's instant response, where the Applicant states 'The Pepe reference teaches that 
when an email is received, the PCI server checks the subscriber's profile, and then directs the delivery 
and notification according to the profile." Therefore applicant expressly state that Pepe teaches the 
alleged missing element. 

22. Claims 15-18 depend directly from independent claim 13 and, thus, inherit all the limitations of claim 13. 
Accordingly, dependent claims 15-18 are allowable at least for the reasons discussed above. Applicant 
respectfully requests that the rejection of claims 13, 15-18 be withdrawn and those claims passed to issue. 

In Response 

Applicant was failed to present arguments directed to any of the limitation of the dependent claims 
and the rejection is maintained for the reasons set forth in the response, supra. 

23. Applicant argues, Pepe does not teach all of the elements of claims 1, 5, 9, and 13. Dependent claims 4, 
8, 1 1 , and 1 8 depend either directly or indirectly from respective base claims 1 , 5, 9, and 1 3 and, therefore, inherit 
all of the limitations of their respective base claims. Therefore, Pepe does not teach or suggest all of the 
limitations of dependent claims 4, 8, 12, and 18. Accordingly, dependent claims 4, 8, 12, and 18 are allowable at 
least because of their dependence from respective base claims 1, 5, 9, and 13 for the reasons discussed above. 

In Response 

Applicant was failed to present arguments directed to any of the limitation of the dependent claims 
(claims 4, 8, 11 and 18) and the rejection is maintained for the reasons set forth in the response, supra. 

24. The Examiner does not rely on Fuller to teach or suggest the limitations of claims 1 , 5, 9 and 1 3 that are 
missing in Pepe. Fuller discloses a system and method to manage a phone call and does not teach or suggest the 
limitations missing from the independent claims. Thus, the cited combination of Pepe and Fuller does not teach or 
suggest all claim limitations of claims 3, 7, 12, and 17. 

In Response 

Applicant was failed to present arguments directed to any of the limitation of the dependent claims 
(claims 3, 7, 12 and 17) and the rejection is maintained for the reasons set forth in the response, supra. 

25. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Mulligan et al. 5,937,161 
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Rogers et al. 5,946,386 

26. Any inquiry concerning this communication or earlier communications from the examiner should be directed 
to Larry D Donaghue whose telephone number is 703-305-9675. The examiner can normally be reached on M-F 
8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, John 
Follansbee can be reached on 703-305-8498. The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http.7/pair-direct. uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-21 7-91 97 (toll-free). 



